Patent License Agreement

Denne Patent License Agreement er et bilag til pjecen ”Internationale patentlicensaftaler”, som er udgivet af Væksthus Midtjylland i 2008, og som du finder på www.vhmidtjylland.dk/vhbooks.

Patent License Agreement tjener alene som eksempel og skal tilpasses til de konkrete omstændigheder. Du opfordres til at søge professionel rådgivning.

PATENT LICENSE AGREEMENT

THIS PATENT LICENSE AGREEMENT is made on this _____ day of __________, 20__ by and between [insert name], a company registered under number [insert registration number] and whose registered office is at [insert address] (“Licensor”) and [insert name], a company registered under number [insert registration number] and whose registered office is at [insert address] (“Licensee”).
BACKGROUND

A.
Licensor is the owner of certain Licensed Patents (as later defined herein) relating to [insert description] and has the right to grant licenses under such Licensed Patents.

B.
Licensee wishes to obtain from Licensor, and Licensor wishes to grant to Licensee, a limited license to commercialize products under such Licensed Patents.


NOW, THEREFORE, Licensor and Licensee agree as follows:
1.
DEFINITIONS
When used in this Agreement, the following terms shall have the following respective meanings unless the context clearly indicates otherwise:

1.1 “Affiliate” means a legal entity that is affiliated with a Party within the meaning of Article 2 of the Danish Public Companies Act (“Aktieselskabsloven”), however, irrespective of the legal entity’s nationality or legal form.
1.2 “Agreement” means this Patent License Agreement, including Exhibit A hereto, as may be amended from time to time.
1.3 “Confidential Information” means all confidential information, whether provided in written, oral, graphic, video, computer or other form, provided by one Party (the "Disclosing Party") to the other Party (the "Receiving Party") pursuant to this Agreement, including but not limited to, information relating to the Disclosing Party's research or development efforts, Improvements, patent applications, business, products or services. Notwithstanding the foregoing sentence, Confidential Information shall not include any information or materials that: (i) were already known to the Receiving Party (other than under an obligation of confidentiality), at the time of disclosure by the Disclosing Party; (ii) were generally available to the public or otherwise part of the public domain at the time of its disclosure to the Receiving Party; (iii) became generally available to the public or otherwise part of the public domain after its disclosure and other than through any act or omission of a Party in breach of such Party's confidentiality obligations under this Agreement; (iv) were subsequently lawfully disclosed to the Receiving Party by a third party who had no obligation to the Disclosing Party not to disclose such information to others; (v) were independently discovered or developed by or on behalf of the Receiving Party without the use of Confidential Information belonging to the Disclosing Party; or (vi) is approved for release by the Disclosing Party in writing.
1.4 “Effective Date” means [insert date].

1.5 “Improvements” means all developments, modifications, alterations, enhancements, additions and adaptations which relate to the Technology and which are owned or licensed by Licensor during the Term (with the right to license or sublicense).
1.6 “Licensed Field” means [insert description].
1.7 “Licensed Patents” means all patents and utility models that: i) are owned or licensed by Licensor (with the right to license or sublicense) during the Term, ii) pertain to the Technology or to Improvements, and iii) issue or have issued in any country in the Licensed Territory. The Licensed Patents as of the Effective Date are listed in Exhibit A which shall be updated from time to time to reflect new Licensed Patents.
1.8 “Licensed Product” means any product or part thereof for use in the Licensed Field that is covered by a Valid Claim.
1.9 “Licensed Territory” means [insert description].
1.10 “Net Sales” means the gross revenue received by Licensee from the sale, leasing, renting or otherwise making available of Licensed Products to third parties less the following items insofar as they pertain to the making available of such Licensed Products, are included in such gross revenue and are separately stated on the invoice: i) cash, trade and quantity discounts, ii) value added, sales, use, excise and other similar taxes or duties, iii) import and export duties, iv) packaging, handling, transportation and insurance charges, v) allowances or credits due to defects, returns, rejections or retroactive price reductions, and vi) any sums received in connection with the provision of demonstration units or samples of the Licensed Products. If Licensed Products are sold, leased, rented or otherwise made available by Licensee in other than an arm's-length transaction or for consideration other than cash, the value of the Net Sales attributed to such a transaction shall be that which would have been received in a comparable arm's-length transaction on or about the time of the transaction.
1.11 “Party” or “Parties” means Licensor or Licensee, individually, or Licensor and Licensee, collectively.
1.12 “Technology” means [insert description].
1.13 “Term” means the period commencing on the Effective Date and terminating as set forth in Article 8.
1.14 "Valid Claim" means a claim of an issued and unexpired Licensed Patent which shall not have been held revoked, unenforceable or invalid by a court or agency of competent jurisdiction in an unappealed or unappealable decision.
2.
LICENSE

2.1
Subject to the terms and conditions of this Agreement, Licensor hereby grants to Licensee an exclusive license under the Licensed Patents to make, use, import, export, market, offer for sale, sell, lease, rent or otherwise make available Licensed Products within the Licensed Territory under its own trade name and trademarks. Any Improvements will be disclosed by Licensor to Licensee and shall be included herein as part of the license grant without any other compensation on the part of Licensee.
2.2
Licensee is not entitled to sublicense or subcontract, in whole or in part, the rights granted to it under this Agreement except as provided in Articles 2.3 and 2.4.
2.3
Subject to Licensor’s prior written approval in each instance, Licensee may grant sublicenses consistent with this Agreement provided that Licensee shall be fully liable and responsible to Licensor for compliance by such sublicensees with the terms of this Agreement. Licensee must deliver to Licensor a true and correct copy of each sublicense granted by Licensee within 30 (thirty) calendar days after execution, modification or termination. When this Agreement terminates, all existing sublicenses granted by Licensee must be assigned to Licensor. 
2.4
Licensee may subcontract the manufacturing and assembly of Licensed Products provided that Licensee shall be fully liable and responsible to Licensor for compliance by such subcontractors with the terms of this Agreement and provided, further, that all Licensed Products so manufactured or assembled are imported, exported, marketed, offered for sale, sold, leased, rented or otherwise made available only by Licensee.
2.5
Licensee shall affix to Licensed Products a statement in substantially the form: “Covered by one or more claims of Patent Nos. [insert numbers]” and/or “Covered by one or more claims of Patent Pending Nos. [insert numbers]”. Licensee will impose the patent marking obligations on all sublicensees.

3.
CONSIDERATION AND PAYMENT

3.1
For the rights granted in this Agreement, Licensee shall pay Licensor the following:

3.1.1
A non-refundable, up-front license fee in the amount of [insert amount] ([insert amount in words]), due and payable within 30 (thirty) calendar days of the date when this Agreement has been signed by both Parties; and
3.1.2
A running royalty of [insert number] ([insert number in words]) % of Licensee’s Net Sales, due and payable quarterly within [insert number] ([insert number in words]) calendar days after the last day of March, June, September and December. Any Net Sales of a sublicensee appointed by Licensee shall be treated as Net Sales of Licensee for purposes of this paragraph.

3.2
A running royalty as to a unit of Licensed Product shall accrue on the day the unit is shipped or invoiced to a third party, whichever occurs first. No running royalty shall be payable by Licensee with respect to Licensed Products which Licensee acquires from a third party licensed under the Licensed Patents to dispose of such products.
3.3
Licensee shall provide Licensor with a statement of running royalties due to Licensor on or before the agreed date of payment, setting forth the amount due to Licensor and, in reasonable detail, the factual basis for calculating the amount.
3.4
Licensee shall keep complete books and records of all transactions relating to this Agreement. Licensee shall preserve such books and records for a period of 5 (five) years after the date of payment of the running royalties to which the material relates. During the Term and for a period of 1 (one) year thereafter, Licensor may, upon reasonable notice in writing to Licensee, cause an independent audit to be made of the books and records in order to verify the statements rendered by Licensee under Article 3.3. The audit shall be conducted only by an independent accountant during regular business hours and in a reasonable manner so as not to interfere with normal business activities. Audits shall be made no more frequently than annually. Prompt adjustment shall be made by the proper Party to compensate for any errors disclosed by an audit. Licensor will bear all expenses and fees of an audit, but if an audit reveals an underpayment for any quarter of more than 5 (five) %, Licensee shall pay all such expenses and fees.
3.5
Licensee shall pay all fees, royalties and other payments due hereunder in [insert currency]. All royalties computed in other currencies shall be converted into [insert currency] at the exchange rate quoted by [insert name of bank] at the close of banking on the last day of the quarter to which the royalties relate.
3.6
Interest shall accrue on payments made more than 30 (thirty) calendar days after they are due at the rate of [insert number] ([insert number in words]) % per annum, compounded monthly, from the due date until paid.

4.
PATENT PROSECUTION AND INFRINGEMENT

4.1
Licensor shall, at its own expense, prepare, file, prosecute and maintain the Licensed Patents within the Licensed Field and Licensed Territory during the Term. The preparation, filing, prosecution and maintenance of all Licensed Patents shall be the primary responsibility of Licensor; provided, however, Licensee shall have reasonable opportunities to advise Licensor and shall cooperate with Licensor in such preparation, filing, prosecution and maintenance. Licensor shall provide Licensee with sufficient written notice of any decision not to prepare, file, prosecute and maintain any Licensed Patent so that Licensee may take such action on its own and at its own expense.
4.2
Each Party will promptly notify the other Party of the possible infringement by a third party of any of the Licensed Patents. Licensor shall have the sole right to take any action it deems necessary, at its sole cost and expense, with respect to any infringement of the Licensed Patents. Within the Licensed Field and Licensed Territory, if Licensor fails to bring an infringement action as provided hereinbefore within 60 (sixty) calendar days after notice of alleged infringement, Licensee shall be permitted to take any action it deems necessary, at its sole cost and expense, in order to protect its legitimate interests.

 
5.
REPRESENTATIONS AND WARRANTIES

5.1
Each of Licensee and Licensor represents and warrants that:

5.1.1
It has the full right, power and authority to enter into this Agreement and to carry out the terms of this Agreement; and
5.1.2
This Agreement and the licenses granted in this Agreement do not and will not conflict with the terms of any agreement to which it is a party.

5.2
Nothing in this Agreement shall be construed as:

5.2.1
A warranty or representation by Licensor as to the validity or scope of the Licensed Patents;
5.2.2
A warranty or representation by Licensor that Licensed Product is or will be free from infringement of patents, utility models or other intellectual property rights of third parties;
5.2.3
The granting by implication, estoppels, or otherwise of any licenses or rights under patents, utility models or other intellectual property rights other than the Licensed Patents; or
5.2.4
The assumption by Licensor of any responsibilities whatsoever with respect to Licensed Product.

5.3
Except as otherwise expressly set forth in this Agreement, each of Licensee and Licensor, its directors, officers, employees, and agents make no representations and extend no warranties of any kind, either express or implied.

6.
INDEMNIFICATION, LIABILITY AND INSURANCE
6.1
Licensee agrees to hold harmless and indemnify Licensor, its officers, employees and agents from and against any claims, demands or causes of action whatsoever arising on account of any injury or death of persons or damage to property caused by, or arising out of, or as a result from, the exercise or practice of the license granted hereunder to Licensee.
6.2
In no event shall Licensee or Licensor or any of its directors, officers, employees and agents be liable for incidental or consequential damages of any kind, including lost profits and punitive damages.
6.3
Beginning at the time when any Licensed Product is being marketed, sold or otherwise made available by Licensee or by a sublicensee, Licensee or its sublicensee will, at its sole cost and expense, procure and maintain general liability insurance in amounts not less than [insert amount] ([insert amount in words]) per incident and [insert amount] ([insert amount in words]) annual aggregate, and Licensee will ensure that Licensor, its officers, employees and agents are named as additional insureds. Such commercial general liability insurance will provide: (i) product liability coverage; (ii) broad form contractual liability coverage for Licensee’s indemnification under this Agreement; and (iii) coverage for litigation costs. Licensee will provide Licensor with written evidence of such insurance upon Licensor’s request. Licensee or its sublicensee will maintain such general liability insurance beyond the expiration or termination of this Agreement during: (i) the period that any Licensed Product developed pursuant to this Agreement is being marketed, sold or otherwise made available by Licensee or by a sublicensee; and (ii) the [insert number] ([insert number in words]) year period immediately after such period.

7.
CONFIDENTIALITY

7.1
Except to the extent expressly authorized by this Agreement, Licensor and Licensee agree that, until the later of (i) the termination this Agreement or (ii) five (5) years after the date of disclosure, each of Licensor or Licensee, upon receiving or learning of any Confidential Information of the other Party, shall keep such Confidential Information confidential and otherwise shall not disclose or use such Confidential Information for any purpose other than as provided for in this Agreement. The Receiving Party shall advise its employees, subcontractors and consultants who might have access to the Disclosing Party's Confidential Information of the confidential nature thereof and agrees that its employees, subcontractors and consultants shall be bound by the confidentiality terms of this Agreement. The Receiving Party shall not disclose any Confidential Information of the Disclosing Party to any employee, subcontractor or consultant who does not have a need for such information.
8.
TERM AND TERMINATION

8.1
Unless otherwise terminated as provided in this Article 8, this Agreement shall run to the end of the life of the Licensed Patents and shall thereupon terminate.
8.2
Either Party may terminate this Agreement at any time in the event of a material default by the other Party in the due observance or performance of any covenant, condition, or limitation of this Agreement required to be observed or performed, but only if the other Party shall not have remedied its default within thirty (30) calendar days after receipt of written notice specifying such default in reasonable detail. Without limitation, the following shall constitute an event of default: i) The failure to pay any sum due hereunder; ii) Licensee’s failure to commence the marketing of a Licensed Product within [insert number] ([insert number in words]) calendar days after the Effective Date; and iii) The bankruptcy, liquidation or similar procedure of a Party.
8.3
Licensee may terminate this Agreement at any time by giving Licensor 30 (thirty) calendar days’ written notice.
8.4
Upon termination of this Agreement for any reason, nothing herein shall be construed to release either Party from any obligation matured prior to the effective date of such termination, and Articles 5, 6, 7, 8.4, 8.5, 9.2 and 9.3 shall survive any such termination.
8.5
After the effective date of termination of this Agreement for any reason, Licensee and any sublicensee may sell all Licensed Products in stock and complete Licensed Products in the process of manufacture at the time of such termination and sell the same, provided that Licensee and any such sublicensee shall continue to comply with the terms of this Agreement, including the obligation to pay royalties.

9.
MISCELLANEOUS TERMS

9.1
This Agreement, the rights granted to Licensee, and the duties and obligations of Licensee are personal to Licensee, and Licensee agrees not to sell, assign, transfer, mortgage, pledge or hypothecate any such rights in whole or in part, or delegate any of its duties or obligations under this Agreement without the prior written consent of Licensor, which shall not be unreasonably withheld; provided, however, that such consent shall not be required if: i) the assignment is to an Affiliate; or ii) the assignment is in connection with the transfer or sale of all or substantially all of the transferor’s business (whether by transfer of a majority interest in the voting stock of Licensee, asset sale, merger, consolidation or similar transaction). This Agreement shall be binding upon the permitted successors and assigns of the Parties.
9.2
Neither Party shall disclose the existence or contents of this Agreement to any third party other than its professional advisors, any permitted successor or assign hereunder or as required by law.
9.3
All disputes arising out of or related to this Agreement, or the performance, enforcement, breach or termination hereof, and any remedies relating thereto, shall be construed, governed, interpreted and applied in accordance with the laws of [insert name of country] without giving effect to any choice of law or conflict of law provisions, except that questions affecting the construction and effect of any Licensed Patent shall be determined by the law of the country in which the Licensed Patent shall have been granted. The Parties consent to the [insert “exclusive” or “non-exclusive”] jurisdiction and venue in the courts of [insert name of courts] in the city of [insert name of city].
9.4
In the event that a translation of this Agreement is prepared and signed by the Parties, the English language version shall be the official version and shall govern if there is a conflict between the English language version and the translation. All disputes under this Agreement shall be resolved and conducted, regardless of the means or authority, in the English language.
9.5
Neither Party shall be held liable or responsible to the other Party nor be deemed to have defaulted under or breached the Agreement for failure or delay in fulfilling or performing any term of this Agreement to the extent, and for so long as, such failure or delay is caused by or results from causes beyond the reasonable control of the affected Party including but not limited to fires, earthquakes, floods, embargoes, wars, acts of war, insurrections, riots, civil commotions, strikes, lockouts or other labor disturbances or acts of God.
9.6
The parties hereto acknowledge that this Agreement sets forth the entire Agreement and understanding of the Parties hereto as to the subject matter hereof, and shall not be subject to any change or modification except by the execution of a written instrument signed by the Parties.
9.7
The provisions of this Agreement are severable, and in the event that any provisions of this Agreement shall be determined to be invalid or unenforceable under any controlling body of the law, such invalidity or unenforceability shall not in any way affect the validity or enforceability of the remaining provisions hereof.
9.8
The failure of either party to assert a right hereunder or to insist upon compliance with any term or condition of this Agreement shall not constitute a waiver of that right or excuse a similar subsequent failure to perform any such term of condition by the other party.
IN WITNESS WHEREOF, and intending to be legally bound, the Parties have duly executed this Agreement by their authorized representatives as of the date first written above.
Signed for and on behalf of
Signed for and on behalf of
[insert name of Licensor]
[insert name of Licensee]
By:
By:
Name:
Name:
Title:
Title:
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